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1. This action is responsive to the following communications: RCE filed on January 14 th , 2010. 

2. Claims 1-8, 11, 13-14 and 16-18, and 20-22 are pending claims. 

3. Applicants amended claims 1,11, and 20. 

4. Applicants canceled claims 9 and 19. 

5. Applicants added claims 21 and 22. 

Continued Examination Under 37 CFR 1.114 

6. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 01/14/2010 has been entered. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of the claims under 

35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 
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9. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman et al., 

US PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Padwick, "Special Edition Using 

Microsoft Outlook 2000" (hereinafter Padwick) and in view of Kleindienst el al., US# 7,315,613 B2 

(hereinafter Kleindienst), in view of Hiipakka, US PG PUB# 2003/0098892 A1 (hereinafter Hiipakka), 

and in further view of Fernandes, US# 6,014,135 

As for independent claim 1 : 

Grossman shows messaging system comprising: 

• a processor; a memory device coupled to the processor, the memory device storing instructions 
for generating a graphical user interface, the graphical user interface operable to present (0036, 
Grossman shows a processor and memory for generating the Ul, user interface): 

• an address menu having an identification field with a plurality of associated address fields, each 
of the plurality of associated address fields operable to maintain an address for a plurality of 
messaging receipt options, ((0053, Fig. 7 shows multiple address fields for a messaging receipt 
option. In Para. 0069 Grossman shows that the user may change the view of the outgoing 
communication history based on the type of communication. Grossman shows a plurality of 
messaging options in Para. 0069); 

• an address box associated with the outgoing electronic message capable of receiving multiple 
user-selected addresses from the plurality of associated address fields of identification field for 
subsequent transfer of the outgoing electronic message to the multiple user-selected addresses 
(Grossman shows an address box receiving multiple addresses through use of single selector in 
(Fig. 4# 410, Fig. 5#510, 520, and 530; Para. 0062-0063). 

Grossman does not specifically show a selector to initiate presentation of the address menu at the 
graphical user interface for user selection of multiple addresses from the plurality of address fields of 
identification field. In the same field of invention Padwick teaches a selector (Figure 3.32 "To" to initiate 
presentation of the address menu on the graphical user interface for selecting multiple addresses as 
shown in "Creating a Message", Pgs. 6, 7, and Figure 3.32 in Padwick and also shown below: 
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Figure 3.32. The Select Names dialog box shows the names in your Address Book. These names 
are listed at the left side of the dialog box. 

Accordingly it would have been obvious to one of ordinary skill in the art at the time of the invention was 

made to modify the Grossman messaging system to incorporate a selector to initiate presentation of the 

address menu on the graphical user interface for user selection of multiple addresses from the plurality of 

address fields of identification field as taught by Padwick, thus allowing the user to select a plurality of 

names and addresses from the Message form (Padwick, "Creating a Message", Pg. 6). 

Grossman and Padwick do not specifically show wherein outgoing electronic message is 

formatted in a plurality of formats based upon one or more the plurality of messaging receipt options. 

However Grossman does show multiple address fields for a messaging receipt option, and Padwick 

shows a user using a selector to select multiple addresses from a plurality of address fields. In the same 

field of endeavor Kleindienst teaches wherein outgoing message is formatted in a plurality of formats 

based upon the messaging receipt options. Kleindienst also teaches multi-modal messaging system. 

Furthermore Kleindienst clearly teach that the user may select a plurality of messaging formats to send 

(12:16-25). Grossman, Padwick, and Kleindienst teach a communication messaging system. 

Accordingly it would have been obvious to a skilled artisan at the time of the invention was made to 
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modify the system of Grossman and Padwick to incorporate the multi-modal messaging system as taught 
by Kleindienst, thus allowing the user to send a plurality of outgoing message formats (12:16-25). 

Grossman, Padwick, and Kleindienst do not specifically show wherein content associated with the 
selector is selectively presented audibly. However in the same field of invention Hiipakka teaches 
wherein content associated with the selector is selectively presented audibly in Para 0027. In Para 0027 
Hiipakka teaches an auditory icon which corresponds to a visual icon using text-to speech (TTS) 
synthesis. Accordingly it would have been obvious to a skilled artisan at the time of the invention was 
made to modify the method of Grossman, Padwick, and Kleindienst to incorporate the text-to-speech 
synthesis, thus allowing the system to present content in an audio format (Hiipakka, 0027). 

Grossman, Padwick, and Kleindienst, and Hiipakka do not specifically teach Grossman further 
shows/suggests the messaging system sharing file between the user and the desired contact (Fig. 4). 
Grossman, Padwick, and Kleindienst do not specifically show the an attachment engine operable to 
determine a type of a device associated with at least one of the multiple user-selected addresses and to 
automatically, without user interaction, convert a file attached to the outgoing electronic message into a 
format receivable by the device. Fernandes teaches a messaging system which converts one message 
format type to another message type (Fernandes, 13: 45-53). Accordingly it would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to modify the system of Grossman, 
Padwick, Kleindienst, and Hiipakka to incorporate the converting message type function in a messaging 
system as taught by Fernandes, thus allowing the desired user to receive the intended message through 
various devices. 

As for dependent claim 2: 

Grossman-Padwick suggests the messaging system of claim 1 wherein the identification field maintains a 
contact alias for a potential recipient of the outgoing electronic message (0079). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify Grossman for 
the same reason as stated previously above (see claim 1 supra). 
As for dependent claim 3: 

Grossman-Padwick suggests the messaging system of claim 1, wherein the graphical user interfaces is 
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further operable to present: a first address menu for a first user and a second address menu for a second 
user; and an interface engine associated with the messaging system and operable to communicatively 
couple a remote computer associated with the first userto the messaging system (0014, 0046, 0075). It 
would have been obvious to one of ordinary skill in the art at the time of the invention was made to modify 
Grossman for the same reason as stated previously above (see claim 1 supra). 
As for dependent claim 4: 

Grossman-Padwick suggests the messaging system of claim 3 wherein the messaging system is 
operable to initiate communication of internet protocol packets (Fig. 4# 450). It would have been obvious 
to one of ordinary skill in the art at the time of the invention was made to modify Grossman for the same 
reason as stated previously above (see claim 1 supra). 
As for dependent claim 5: 

Grossman-Padwick suggests the messaging system of claim 3, wherein the remote computer is 
communicatively coupled to the messaging system via a cable modem (0075). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify Grossman for 
the same reason as stated previously above (see claim 1 supra). 
As for dependent claim 6: 

Grossman-Padwick suggests the messaging system of claim 1, wherein the address menu further 
comprises: a first address field associated with the identification field, the first address field for 
maintaining a first address type of a contact; and a second address field associated with the identification 
field, the second address field for maintaining a second address type of the contact (Fig. 4 shows different 
types of contact information associated with a user). It would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to modify Grossman for the same reason as stated 
previously above (see claim 1 supra). 
As for dependent claims 7 and 8: 

The teachings of Grossman, Padwick, and Kleindienst suggest short messaging service address, an 
enhanced messaging service address, and a multimedia messaging service address as communication 
type (Kleindienst, 2: 35-50). It would have been obvious to one of ordinary skill in the art at the time of 
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the invention was made to modify the method of Grossman for the same reason stated previously above 
(see claim 1 supra). 

10. Claims 11, 13, 14, 16-18, and 20-22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Grossman et al., US PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view 

of Shavit et al, US PG PUB# 2002/0160757 (hereinafter Shavit) and in further view of Kleindienst el 

al., US# 7,315,613 B2 (hereinafter Kleindienst), in view of Hiipakka, US PG PUB# 2003/0098892 A1 

(hereinafter Hiipakka), and in further view of 

As for independent claim 11: 

Grossman shows a messaging method comprising: 

• initiating presentation of a first user-selectable item for viewing a collection of contact information, 
; (Grossman, 0048); 

• receiving a signal indicating user selection of the first user-selectable item (Grossman, 0050); 

• initiating a graphical user interface (GUI) element to present an address menu comprising contact 
information for at least one potential addressee (Clicking on Fig.4# 470, Para. 0062 will initiate a 
graphical user interface displaying an address menu to display a plurality of addresses), 

Grossman does not specifically show (1) the contact information including a first selectable address of a 
first address type and a second selectable address of a second address type for the at least one potential 
addressee (2) recognizing a selection of the first selectable address and the second selectable address; 
(3)initiating presentation of the first selectable address and the second selectable address in an address 
box associated with an outgoing electronic message, wherein the outgoing electronic message is 
formatted based upon the first address type for transmission to the first selectable address and the 
outgoing electronic message is formatted based upon the second selectable address type for 
transmission to the second address. In Paragraph 0053 and Fig. 7, Grossman shows multiple address 
fields for a messaging receipt option. In Para. 0069 Grossman shows that the user may change the view 
of the outgoing communication history based on the type of communication. Furthermore Grossman 
shows a plurality of messaging options in Para. 0069. In the same field of invention Shavit teaches a 
contacts database which stores a list of addresses of a potential addressee (Shavit, 0034). Shavit allows 
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the user to configure a priority table to send a message to a desired recipient with a plurality of addresses 
(Shavit, 0007). Accordingly it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the Grossman messaging system to incorporate (1 ) the contact information 
including a first selectable address and a second selectable address for the at least one potential 
addressee (2) recognizing a selection of the first address and the second address; (3) initiating 
presentation of the first address and the second address in an address box associated with an outgoing 
electronic message as taught by Shavit, thus allowing the user to send a message to a desired recipient 
with a plurality of addresses (Shavit, 0007). 

Grossman and Shavit do not specifically show wherein the outgoing electronic message is 
formatted based upon the first address type for transmission to the first address and the outgoing 
electronic message is formatted based upon the second address type for transmission to the second 
address. However Grossman does show multiple address fields for a messaging receipt option, and 
Shavit shows a user may send a message to a plurality of destination associated with a single user. In 
the same field of endeavor Kleindienst teaches wherein the outgoing electronic message is formatted 
based upon the first address type for transmission to the first address and the outgoing electronic 
message is formatted based upon the second address type for transmission to the second address. 
Kleindienst also teaches multi-modal messaging system. Furthermore Kleindienst clearly teach that the 
user may select a plurality of messaging formats to send (12:16-25). Grossman, Shavit, and Kleindienst 
teach a communication messaging system. Accordingly it would have been obvious to a skilled artisan at 
the time of the invention was made to modify the system of Grossman and Shavit to incorporate the multi- 
modal messaging system as taught by Kleindienst, thus allowing the user to send a plurality of outgoing 
message formats (12:16-25). The teachings of Grossman, Shavit and Kleindienst render the following 
limitations as obvious: 

wherein the outgoing electronic message is formatted based upon the first address type for 
transmission to the first address and the outgoing electronic message is formatted based upon 
the second address type for transmission to the second address. 
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Grossman, Shavit, and Kleindienst do not specifically show wherein content associated with the selector 
is selectively presented audibly. However in the same field of invention Hiipakka teaches wherein content 
associated with the selector is selectively presented audibly in Para 0027. In Para 0027 Hiipakka teaches 
an auditory icon which corresponds to a visual icon using text-to speech (TTS) synthesis. Accordingly it 
would have been obvious to a skilled artisan at the time of the invention was made to modify the method 
of Grossman, Shavit, and Kleindienst to incorporate the text-to-speech synthesis, thus allowing the 
system to present content in an audio format (Hiipakka, 0027). 

Grossman, Shavit, Kleindienst, and Hiipakka do not specifically teach formatting the outgoing 
electronic message, without user interaction, into a first format receivable by the first selectable address 
based on the first address type; and formatting the outgoing electronic message, without user interaction, 
into a second address format receivable by the second selectable address based on the second address. 
Grossman further shows/suggests the messaging system sharing file between the user and the desired 
contact (Fig. 4). Grossman, Padwick, and Kleindienst do not specifically show the formatting the outgoing 
electronic message, without user interaction, into a first format receivable by the first selectable address 
based on the first address type; and formatting the outgoing electronic message, without user interaction, 
into a second address format receivable by the second selectable address based on the second 
address.. Fernandes teaches a messaging system which converts one message format type to another 
message type (Fernandes, 13: 45-53). Accordingly it would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to modify the system of Grossman, Shavit, Kleindienst, and 
Hiipakka to incorporate the converting message type function in a messaging system as taught by 
Fernandes, thus allowing the desired user to receive the intended message through various devices. 

As for dependent claim 13: 

Grossman- Shavit suggests the method of claim 11, further comprising: receiving a signal indicating a 
request to prepare an outgoing message; and initiating presentation of a messaging graphical user 
interface (GUI) to present a message composition template comprising an address box and a message 
input box (Grossman, Figs 4 and 7, 0059). It would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to modify the graphical user interface of Grossman for the same 
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reason as stated previously above (see claim 1 1 , supra). 
As for dependent claim 14: 

Grossman- Shavit suggests the method of claim 11, further comprising: modifying the address menu in 
response to a user input comprising addition of another potential addressee; subsequently initiating the 
graphical user interface (GUI) element; and wherein the address menu comprises contact information for 
the at least one potential addressee and the another potential addressee (Grossman, 0059). It would 
have been obvious to one of ordinary skill in the art at the time of the invention was made to modify the 
graphical user interface of Grossman for the same reason as stated previously above (see claim 1 1 , 
supra). 

As for dependent claim 16: 

Grossman- Shavit suggests the method of claim 1 1, further comprising: initiating presentation of a second 
user-selectable item associated with sending the outgoing electronic message to the first selectable 
address and the second selectable address in the address box (Grossman, 0059 and 0060). It would 
have been obvious to one of ordinary skill in the art at the time of the invention was made to modify the 
graphical user interface of Grossman for the same reason as stated previously above (see claim 1 1 , 
supra). 

As for dependent claim 17: 

Grossman- Shavit suggests the method of claim 16, further comprising: receiving a second signal 
indicating a user selection of the second user-selectable item; and initiating communication of the 
outgoing electronic message to the first selectable address and the second selectable address 
(Grossman, 0053, 0059 and 0060). It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the graphical user interface of Grossman for the same reason 
as stated previously above (see claim 1 1 , supra). 
As for dependent claim 18: 

Grossman- Shavit suggests the method of claim 17 further comprising attaching a file to the outgoing 
electronic message (Grossman, Fig. 4). It would have been obvious to one of ordinary skill in the art at 
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the time of the invention was made to modify the graphical user interface of Grossman for the same 
reason as stated previously above (see claim 11, supra). 
As for independent claim 20: 

Claim 20 contains similar substantial subject matter as claimed in claim 1 1 and is respectfully rejected 

along the same rationale. 

As for dependent claims 21 and 22: 

The teachings of Grossman, Padwick, and Kleindienst suggest short messaging service address, an 
enhanced messaging service address, and a multimedia messaging service address as communication 
type (Kleindienst, 2: 35-50). It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify the method of Grossman for the same reason stated previously above 
(see claim 1 1 supra). 

1 1 . Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman et al., US 
PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Padwick, "Special Edition Using 
Microsoft Outlook 2000" in view of Kleindienst el al., US# 7,315,613 B2 (hereinafter Kleindienst), 
and in further view of Fernandes, US# 6,014,135 and in view of Hiipakka, US PG PUB# 
2003/0098892 A1 (hereinafter Hiipakka). 
As for dependent claim 9: 

Grossman shows/suggests the above limitations (see claims 1 , 7 and 8, supra). Grossman 
further shows/suggests the messaging system sharing file between the user and the desired contact (Fig. 
4). Grossman, Padwick, and Kleindienst do not specifically show the system of claim 8, further 
comprising an attachment engine operable to convert a file attached to an outgoing message into a 
format receivable by a device associated with a messaging receipt option. Fernandes teaches a 
messaging system which converts one message format type to another message type (Fernandes, 13: 
45-53). Accordingly it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the system of Grossman, Padwick, Kleindienst, and Hiipakka to incorporate 



Application/Control Number: 10/673,673 Page 12 

Art Unit: 2175 

the converting message type function in a messaging system as taught by Fernandes, thus allowing the 
desired user to receive the intended message through various devices. 

It is noted that any citation to specific, pages, columns, lines, or figures in the prior art 
references and any interpretation of the references should not be considered to be limiting in any 
way. A reference is relevant for all it contains and may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill in the art. In re Heck, 699 F.2d 1331, 1332- 
33,216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 1009, 158 USPQ 
275, 277 (CCPA1968)). 

The Examiner notes MPEP § 2144.01, that quotes In re Preda, 401 F.2d 825,159 USPQ 342, 
344 (CCPA 1968) as stating "in considering the disclosure of a reference, it is proper to take into 
account not only specific teachings of the reference but also the inferences which one skilled in 
the art would reasonably be expected to draw therefrom." Further MPEP 2123, states that "a 
reference may be relied upon for all that it would have reasonably suggested to one having 
ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 
874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). 

Response to Arguments 

12. Applicant's arguments with respect to claims 1-8, 11, 13-14and 16-18, and 20 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to David Phantana-angkool whose telephone number is 571-272-2673. The examiner can 
normally be reached on M-F, 9:00-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
William Bashore can be reached on 571-272-4088. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

DP 

/David Phantana-angkool/ 
Examiner, Art Unit 2175 



/William L. Bashore/ 

Supervisory Patent Examiner, Art Unit 2175 



